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Comments Applicant; 

Serial No: 



Examiner; NYA. 
Group Art Unit: NYA 
Confirmaiion No.: 8892 



Bo Win €t al. 
NYA 

Filing Date: September 8, 2004 

Corresp- to: PCT/U 503/07377 

Inl Filing Date: Mdrcb 7, 2003 
Priority: 60/362,883 Filed March 8. 2002 

60/380,71 1 Filed May 14, 2002 
rule: MACROCYCUC COMPOUNDS USEFUL AS PHARMACEUTICALS 

m response TO the Notificaiiotl of Missing Requirements under 35 U.S.C. § 37 Mn the above-referenced applicaiion 
mailed by the U.S. Patent and Trademark Office on Febniary 6, 2006, enclosed herewith are: 
I. 
2- 
3. 
4, 



5. 



Transminal Letter (i page); 

Response to Notification of Missiog Requirements under 35 U.S.C § 37 1 (2 pages); 
Copy of Notification of Missing Requirements under 35 U.S.C. § 371 (2 pages); 
Copies of forms PCT/IB/306 issued September 25, 2003 and May 28, 2004 in corresponding 
International Application No.: PCT/US03/07377 (9 pages); and 
Facsimile cover sheet (1 page). 




Nadigc M". Lagncau, Ph-D. 
Reg.No.: 51.908 
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Inter-office Mail Hold for pick-up 
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Any advtee contained nerein (or in any attachment hereto) regarding federal tax matters wa» not ^Jj^"^^^^^^ 
^ me eender to be used, and ft cannot be osed by any taxpayer, for the purpose of avoiding penalties thai may be 
imposed on the taxpayer. 

For more information about Choate, Mail ft Ste^vart LLP. please visit us at wvw.choaie.eom 
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ATTORNEY DOCKET No.; 2003946-0110 (ANDI/US) 
IN THE UNTFEP STATES PATENT ANP TRADEMA RK OFFICE 



Examiner: NYA. 
Group Art Unit: NYA 
Confirmation No.: 8892 



Applicant: Boivin et al. 
Serial No: NYA 
Filing Date: September 8, 2004 
Corresp. to: PCT/US03/07377 
Int. Filing Date: March 7, 2003 
Priority: 60/362,883 Filed March S, 2002 
60/380,71 1 Filed May 14, 2002 
Title- MACROCYCUC COMPOUNDS USEFUL AS PHARMACEUTICALS 



Mail Stop: Missing Parts 
Coiranissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



Certificate of Facsimile Transmission 
Parswaat to 1096 OG 30-31 

I hertby certify that this correspondence is being facsimile transmiaed to the United States Paten 
& Trademark Office (571) 273-8 JOO on the date indicated below, 

Pehniaiv21.2006 
Date 



Typed or Primed Name 



^iaInc &tjterson 



t certificaie 



TRANSMITTAL 



In response to the Notification of Missing Requirements under 35 U.S.C. § 371 in the above- 
referenced application mailed by the U.S. Patent and Trademark Office on Febrtiaiy 6, 2006, enclosed 
herewith are: 

Response to Notification of Missing Requirements under 35 U.S.C- § 371 (2 pages); 
Copy of Notification of Missing Requirements under 35 U.S.C. § 371 (2 pages); 
Copies of forms PCT/IB/306 issued September 23, 2003 and May 28, 2004 in 
corresponding International Application No.: PCT/US03/O7377 (9 pages); and 
Facsimile cover sheet (1 page). 



1) 
2) 
3) 



4) 




Please charge any fees or credit any overpayments to our Deposit Account No. 03-1721 



Dated: February 21, 2006 



PATENT GROUP 

CHOATE, HALL & STEWART LLP 
Two International Place 
Boston, MA 02110 
Telephone: (617) 248-5000 
Facsimile: (617)248-4000 



Nad&ge M. Lagneau, Ph.D. 
Reg. No.: 51,908 
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ATTORNEY DOCKET No.: 2003946-0110 (ANDIAJS) 

IN THE UNITED STATES PATENT AND TRADEMA RK OFFICE 

Applicant; Boivinera/. Examiner: NYA, 

Serial No: NYA Group Art Unit: NYA 

Filing Date: September 8, 2004 Confirmation No.: 8892 

Coiresp. to: PCT/US03/07377 
Int. Filing Date; March 7, 2003 
Priority; 60/362,883 Filed March 8, 2002 
60/380,71 1 Filed May 14, 2002 
Title- MACROCYCLIC COMPOUNDS USEFUL AS PHARMACEUTICALS 



Mail Stop: Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



Certificate of Fa«Smile Transnitssion 
Pursuant to 1096 OG 30-3) 
I hereby certify that this correspondence is being facsimile transmitted to the United States Paion 
& Trademarlc Office (571) 273-S300 on the daie indicated below. 

FEbniaiv21.2006 

Date 



Typed or Printed Name of perron signing 



RESPONSE TO NOTIFICATION OF MISSING REQUIREM ENTS UNDER .3^ U.S.C. S 371 
IN THE UNITED SATES DESIGNATED/ELECTED OFFICE (D O/EO/US> 

In response to the Notification of Missing Requirements under 35 U.S.C § 371 in the above- 
referenced appUcation mailed by the U.S. Patent and Trademark Office on February 6, 2006, 
enclosed herewith are the documents listed below. The shortened statutory deadline for filing a 
response is April 6, 2006. Accordingly, Applicant respectfiilly submits that the filing of this response 
on February 21, 2006 is timely. 

1 ) Copy of Notification of Missing Requirements under 35 U.S.C. § 37 1 (2 pages); 

2) Copies of fonns PCT/IB/306 issued September 23, 2003 and May 28, 2004 in 
conesponding International AppUcation No.: PCT/US03/07377 (9 pages); and 

3) Facsimile cover sheet (1 page). 

The Notification of Missing Requirements states that the Declaration filed on September 8, 
2004 does not comply with 37 C.F.R. § 1.497(a) and (b) in that the inventors listed therein do not 
match the inventors listed on the cover page of the International Application. Namely, Seiichi 
Kobayashi, Heather Davis, Lucian DiePitro, Sandra Gilbert and Shawn SchUler were named as co- 
inventors on the International Application but are omitted from the Declaration. In addition, Jesse 
Chow, Fabian Gusovsky, Kenzo Muramoto and Hiroshi Shirota are listed on the Declaration, but 
were not included in the International Application. 

U.S.8.N. 10/507.067 Page 1 of 2 Atty. Docket No.: 2003946-0110 
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Enclosed are copies of fonns PCT/IB/306 attesting to the addition of Jesse Chow, Fabian 
Gusovsky, Kenzo Muramoio and Hiroshi Shirota; and the deletion of Seiichi Kobayashi, Heather A. 
Davis, Lucian DiePitro, Sandra Gilbert and Shawn Schiller as inventors/applicants in the 
International Application. 

Accordingly, the executed Declaration on record in the instant US Application properly lists 
the inventors that were named in the international Application, and is therefore in compliance with 
37 C.F.R. § 1 .497(a) and (b). A notice to that effect is respectfully requested. 

It is not believed that any fees are required for filing the present response. However, Please 
charge any additional fees associated with this filing, or apply any credits, to our Deposit Account 
No. 03-1721. 

Respectfully submitted, 

CHOATE. HALL & STEWART LLP 




Dated: February 21, 2006 , 

Nad6ge M. Lagueau, Ph.D. 

Reg. No. 5 1,908 



PATENT DEPARTMENT 
CHOATE, HALL & STEWART LLP 
Two International Place 
Boston, Massachusetts 021 10 
Tel: (617)248-5000 
Fax: (617)248-4000 
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VNTTED STATES DEFARTMQfT OF 
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AdOsfi: COMmSSIOMEB fOft PATENTS 
P.O. anx 1450 



U.S. APFUCATIQtJ NUMBER. NO. | FIRST NAMED APPLICANT j ATTY. DOCKET NO. | 

10/507,067 RochBoivm 2003946-01 10(ANDI/US) 

1 



INTERNATIONAL APPLICATION NO. 



PCT/US03/07377 

24280 lJllS\l/V^ |uL^^' 1 la. filing date \ priorttydate { 



TWO INTERNATIONAL PLACE 
BOSTON, MA 02110 



inal 35=^^ 



CHOATC. HALL & STEWART LLpfl**'''''V », aU 03/07/2003 O3/0S/20O2 

Due _ji i(rflj^ 



CONFIRMATION NO. 8892 
371 FORMALrriES LETTER 

lilDDIOiDIDlllHiniiiiillllli 

*OCQ0000001769B317- 



Date MaTled;'62/06720^^ 



NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 

The folJowing items have been submitted by the applicant or the IB to the United States Patent and Trademark 
Office as a Designated / Elected Office (37 CFR 1 .495). 

• Copy ofthelnternatlonal Application filed on 09/08/20J04. . ,_ , 

■ Copy of the International search Report filed tan 09/0^ "r . 

9 Copy of IRE Report filed on 09/08/2004 

« Copy of Annexes to the IPER filed on 09/08/2004 

• Preliminary Amendments filed on 09/08/2004 

• information Disclosure Statements filed on 11/10/2004 

• Oath or Declaration filed on 1 1/1 0/2004 

• Request for Immediate Examination fried on 09/08/2004 
m U.S. Basic National Fees filed on 09/08/2004 

• Assignment filed on 09/08/2004 

« Priority Documents ffled on 09/08/2004 

• • Power of Attorney filed on 09/08/20Q4 



The following items MUST be furnished within the period set forth below in order to complete the requirements for 
acceptance under 35 U.S.C. 371 : 

• Oath or declaration of the Inventors, in compliance with 37 CFR 1 .497(a) and (b), identifying the application 

by the International application number and intemational filing date. The cun-ent oath or declaration does 
^ riot comply with 37 CFR 1 .497(a) and (b) in that It 

' ■ The inventors listed on^e cover page of the lA, do not match those that are listed on the submitted 
^ ' declaration(s): The fdllowing Inventors are NOT.UISTED on the rl^^^*'^^ (^^"^ Iffitfldiffn 
lA) : Lucian DIEPITRO: Sandra GILBERT^ Shawri SCHILLER aBd^ 
following inventors are listed on the declaration, however, they AT" 
should NOT be a part of the declaration) : Jesse CHOW (pg.3);F 
MURAMOTO (pg 7); and Hiroshi SHIROTA (pg 8). Please mak| ] 
submit a new declaration or explain the new and omitted invent 
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ALL OF THE ITEMS SET FORTH ABOVE MUST BE SUBMITTED WITHIN TWO (2) MONTHS FROM THE 
DATE OF THIS NOTICE OR BY 32 MONTHS FROM THE PRIORITY DATE FOR THE APPLICATION, 
WHICHEVER IS LATER. FAILURE TO PROPERLY RESPOND WILL RESULT IN ABANDONMENT. 

The time period set above may be extended by filing a petition and fee for extension of time under the provisions 
of37CFR 1.136(a). 

Applicant is reminded that any communications to the United States Patent and TrademarK Office must be mailed 
to the address given in the heading and include the U.S. application no. shown above (37 CFR 1 .5) 



A copy of this notice MUST be returned vMh the rssponse. 



KASENR MCLEAN 



Telephone: (703) 308-9140 EXT 214 



PARTJ -ATTORNEWAPPLlCANT_CQPY 



U.S. APPLICATION NUMBERNO, 



prrEiaiA.TiaKAi. arpucajiow vo. 



10/507,067 



PCmJS03/07377 



2003946-0110(ANDI/US) 



FORM PCT/D0/EOy90$ (371 FormafiOes Nofloe) 
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